United States Patent and Trademark Ofhce 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark OtBce 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. 



10/017,213 



FILING DATE 



12/14/2001 



FIRST NAMED INVENTOR 



Scott R. Smith 



26181 7590 02/14/2008 

nSH & RICHARDSON P.C. 
PO BOX 1022 

MINNEAPOLIS, MN 55440-1022 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



MEHTA, PARIKHA SOLANKI 



PAPER NUMBER 



DELIVERY MODE 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



KJttiVrXi nvrliyjts OUff Iff fcff Jr 


Application No. 

10/017,213 


Applicant(s) 

SMITH, SCOTT R. 


Examiner 

PARIKHAS. MEHTA 


Art Unit 

3737 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 
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2a )^ This action is FINAL. 2b)n This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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5) n Claim(s) is/are allowed. 
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DETAILED ACTION 
Response to Arguments 

1. Applicant's arguments filed 13 December 2007 have been fiilly considered but they are not 
persuasive. 

Applicant first argues that neither OcaU (US Patent No. 5,928,145) nor Halperin (US Patent No. 
6,71,176) teach or suggest using two open wire length internal antennae (Remarks p. 16). This argument 
is rendered moot by the new grounds of rejection presented herein, as necessitated by Applicant's 
amendment. 

Applicant additionally contends that the combination of teachings of Ocali ('145) and Halperin 
('176) constitutes impermissible hindsight (Remarks p. 17). In response to applicant's argument that the 
examiner's conclusion of obviousness is based upon improper hindsight reasoning, it must be recognized 
that any judgment on obviousness is in a sense necessarily a reconstruction based upon hindsight 
reasoning. But so long as it takes into account only knowledge which was within the level of ordinary 
skill at the time the claimed invention was made, and does not include knowledge gleaned only from the 
applicant's disclosure, such a reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 
USPQ 209 (CCPA 1971). Furthermore, both Ocali ('145) and Halperin ('176) are directed towards the 
same problem solving area, which in itself is sufficient to support the contention that one of ordinary skill 
in the art would be reasonably motivated to combine their teachings Finally, the modification of Ocali 
('145) in view of Halperin ('176) merely constitutes the combination of known prior art elements to yield 
predictable results, which has previously been held as obvious and unpatentable (see for precedent KSR 
International Co. v. Teleflexinc, 82USPQ2d 1385). 

Claim Rejections - 35 USC§ 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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3. Claims 1-7, 9-18, 20-24, 26-45, 47-60, 62-69 and 71-85 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Ocali et al (US Patent No. 5,928,145) in view of Halperin et al (US Patent No. 
6,701,176), previously made of record, hereinafter Ocali ('156) and Halperin (' 1 76), respectively. 

Regarding claims 1-5, 30-33 and 60, Ocali ('145) teaches a system and method including means 
and steps for obtaining an intravascular image by receiving magnetic resonance signals from first and 
second internal antennae positioned within a vessel near an occluded site, wherein one of the antennae is a 
loopless antenna, which constitutes an open wire length antenna as claimed in the instant application 
(Abstract, col. 17 lines 54-59). OcaU ('145) teaches guiding an ablation catheter based on the image and 
subsequently treating the occluded site by ablation (Abstract). 

OcaU ('145) lacks steps for creating an initial map of the occluded vessel via an external MR 
receiver. In the same problem solving area, Halperin ('176) teaches that image data from internal and 
external receivers can be combined to produce a more comprehensive image (Figs. 1 & 2, col. 5 lines 43- 
60). Halperin ('176) also teaches that this technique tracks both the position and orientation of the tip of 
the ablation catheter (col. 1 1 lines 36-50). It would have been obvious to one of ordinary skill in the art at 
the time of invention to modify the method of Ocali ('145) to further employ the surface coil of Halperin 
('176), and to combine the internal and external receiver data accordingly, in view of the teachings of 
Halperin ('176). 

Ahhough the direct combination of the elements of Ocali ('145) and Halperin ('176) would result 
in one internal open wire length antenna one internal ablation coil, instead of the claimed two open wire 
length antennae. Applicant has not disclosed that using two open wire length antennae solves a particular 
problem or presents a patentable advance over the prior art. Accordingly, one of ordinary skill in the art 
at the time of invention would have considered it an obvious matter of design choice to modify Ocali 
('145) by merely duplicating the first loopless antenna to yield a second internal loopless antennae, in 
view of the teaching of Halperin ('176) to use two antennae for imaging and tracking as discussed above. 
Duplication of parts has previously been held to be obvious and unpatentable over the prior art (see 
MPEP § 2144). It is also well known in the art that electrical conductors in close proximity should be 
electrically insulated from each other in order to prevent crosstalk and signal artifact. 

Regarding claims 6 and 7, a state of the art ablation device as taught by Ocali (' 145) is known to 
comprise an uninsulated distal tip conductor to which RF energy is applied, and it is fiirther known that 
the tip of the ablation device must be positioned proximate the vessel occlusion in order to effectively 
treat the occlusion. 



Application/Control Number: 1 0/0 1 7,2 1 3 

Art Unit: 3737 



Page 4 



Regarding claims 9-12, 34-37, and 62-65, Ocali ('145) teaches that the antennae receive MR 
signals, and that they may be integral with a guidewire deployed in the vessel to assist in the delivery of 
the recannalization device (col. 4 lines 4-9). Ocali ('145) additionally teaches that it is known in the art to 
integrate antennae with a catheter (col. 6 lines 53-55). Halperin ('176) fiirther teaches that the antennae 
may be integral with the ablation tip (Abstract, col. 4 lines 20-22, Fig. 2). 

Regarding claims 13-16, 32, 38-43, 50, 66-68 and 81-85, Halperin ('176) teaches calculating the 
position of the recanalization device and generating an integrated three-dimensional integrated image 
based upon a scout (map) image and image data from the internal antennae, wherein the image shows 
both the device and the vessel (col. 9 lines 32-53, col. 1 1 lines 35-36 and 59-63, Fig. 7). 

Regarding claims 17 and 44, Halperin ('176) teaches that the MR/RF signals are representative 
of the atomic particles in the vicinity approximate to the antenna (col. 7 lines 36-46, col. 1 1 lines 29-34). 

Regarding claims 18, 20-24, 45, 47-49, 51, 52, 69, 71-76 and 80, Ocali ('145) teaches that the 
first and second antennae are elongated electrical conductors which are electrically insulated from each 
other and have spaced-apart distal ends as claimed in the instant application (col. 9 line 65-col. 10 line 21, 
col. 17 lines 59-67) 

Regarding claims 26-29, 53-57, 78 and 79, Halperin ('176) teaches that the antenna may be 
integral with the ablation tip as previously discussed (col. 4 lines 20-22). It is known that a state of the art 
vascular ablation procedure necessarily includes the steps of disposing the ablation tip near the site of 
occlusion and subsequently applying electrical ablation cuiTent to the conductor such that the tip 
vaporizes the substance forming the vascular occlusion. It is further known that a state of the art ablation 
system must include a power supply in order to be operable. Halperin ('176) further teaches selectably 
switching the conductor between the imaging system and the ablation power supply (col. 7 lines 23-35). 

Regarding claims 58 and 59, Ocali ('145) teaches that the ablation and imaging steps may be 
performed substantially simultaneously (Abstract). The method of Ocali (' 145) must necessarily require 
imaging the lesion prior to the ablation step, as one of reasonable skill in the art would find it obvious that 
ablating without first confirming the location of the lesion would be ineffective and would also be 
dangerous for the patient. 
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Conclusion 

4. Applicant's amendment necessitated the new ground(s) of rejection presented in this Office 
action. Accordingly, TfflS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is 
reminded of the extension of time policy as set forth in 37 CFR 1. 136(a). 

A shortened statutory period for reply to this final action is set to expire THREE MONTHS fi^om 
the mailing date of this action. In the event a first reply is filed within TWO MONTHS of the mailing 
date of this final action and the advisory action is not mailed until after the end of the THREE-MONTH 
shortened statutory period, then the shortened statutory period will expire on the date the advisory action 
is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later than SIX 
MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to PARIKHA S. MEHTA whose telephone number is (571)272-3248. The examiner can 
normally be reached on M-F, 8 - 4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Brian 
Casler can be reached on 571.272.4956. The fax phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained 
from either Private PAIR or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the Elecfronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO Customer 
Service Representative or access to the automated information system, call 800-786-9199 (EST USA OR 
CANADA) or 571-272-1000. 
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Examiner, Art Unit 3737 
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